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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). (n no event, however, may a reply be timely filed 
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6) n Claim(s) is/are rejected. 
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DETAILED ACTION 



Elec^on/Restrictions 

1, Restriction is required under 35 U.S.C. 121 and 372. 

This application contains tine following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCI Rule 13.1. 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 

elect a single invention to which the claims must be restricted. 

Group 1, claims 1, 2, 16, 17, and 39, drawn to an Isolated polypeptide and a 
composition containing a polypeptide that corresponds to SEQ ID NO: 1 . 

Group 2, claims 1, 2, 16, 17, and 40,drawn to an isolated polypeptide and a 
composition containing a polypeptide that corresponds to SEQ ID NO: 2. 

Group 3, claims 1, 2, 16, 17, and 41, drawn to an isolated polypeptide and a 
composition containing a polypeptide that corresponds to SEQ ID NO: 3. 

Group 4, claims 1, 2, 16, 17, and 42, drawn to an isolated polypeptide and a 
composition containing a polypeptide that corresponds to SEQ ID NO: 5. 

Group 5, claims 1, 2, 16, 17, and 43, drawn to an isolated polypeptide and a 
composition containing a polypeptide that corresponds to SEQ ID NO: 6. 

Group 6, claims 1, 2, 16, 17, and 44, drawn to an isolated polypeptide and a 
composition containing a polypeptide that corresponds to SEQ ID NO: 7. 

Group 7, claims 1, 2, 16, 17, and 45, drawn to an isolated polypeptide and a 
composition containing a polypeptide that corresponds to SEQ ID NO: 8. 

Group 8, claims 1, 2, 16, 17, and 46, drawn to an isolated polypeptide and a 
composition containing a polypeptide that corresponds to SEQ ID NO: 9. 

Group 9, claims 1, 2, 16, 17, and 47, drawn to an isolated polypeptide and a 
composition containing a polypeptide that corresponds to SEQ ID NO: 10. 
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Group 10, claims 3-7, 9, 11 , 12, 30, and 48, drawn to an isolated polynucleotide 
encoding SEQ ID NO: 1 1 , a host cell to encode same, and a method for producing 
polypeptides from said host cell. 

Group 1 1 , claims 3-7, 9, 1 1 . 12, 31 , and 49, drawn to an isolated polynucleotide 
encoding SEQ ID NO: 12, a host cell to encode same, and a method for producing 
polypeptides from said host cell. 

Group 12, claims 3-7, 9, 1 1 , 12, 32, and 50, drawn to an isolated polynucleotide 
encoding SEQ ID NO: 13, a host cell to encode same, and a method for producing 
polypeptides from said host cell. 

Group 13, claims 3-7, 9, 11, 12, 33, and 51, drawn to an isolated polynucleotide 
encoding SEQ ID NO: 15, a host cell to encode same, and a method for producing 
polypeptides from said host cell. 

Group 14, claims 3-7, 9, 11, 12, 34, and 52, drawn to an isolated polynucleotide 
encoding SEQ ID NO: 16, a host cell to encode same, and a method for producing 
polypeptides from said host cell. 

Group 15, claims 3-7, 9, 11, 12, 35, and 53, drawn to an isolated polynucleotide 
encoding SEQ ID NO: 17, a host cell to encode same, and a method for producing 
polypeptides from said host cell. 

Group 16, claims 3-7, 9, 1 1 , 12, 36, and 54, drawn to an isolated polynucleotide 
encoding SEQ ID NO: 18, a host cell to encode same, and a method for producing 
polypeptides from said host cell. 

Group 17, claims 3-7, 9, 11, 12, 37, and 55, drawn to an isolated polynucleotide 
encoding SEQ ID NO: 19, a host cell to encode same, and a method for producing 
polypeptides from said host cell. 

Group 18, claims 3-7, 9, 11, 12, 38, and 56, drawn to an isolated polynucleotide 
encoding SEQ ID NO: 20, a host cell to encode same, and a method for producing 
polypeptides from said host cell. 

Groups 19-27, claim 8, drawn to a transgenic organism containing SEQ ID NO: 1 1 
through SEQ ID NO: 13 and SEQ ID NO: 15 through SEQ ID NO: 20, respectively. 



Groups 28-36, claims 10, 58, 59, and 61, drawn to an antibody that binds SEQ ID NO: 
1 through SEQ ID NO: 3 and SEQ ID NO: 5 through SEQ ID NO: 10, respectively. 
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Groups 37-45, claims 13-15, drawn to a method for detecting a polynucleotide of 
SEQ ID NO: 11 through SEQ ID NO: 13 and SEQ ID NO: 15 through SEQ ID NO: 20, 
respectively. 

Groups 46-54, claim 18, drawn to a method of treating a disease associated with 
decreased expression of an IMUN by administering a composition containing a 
polypeptide that correspond to SEQ ID NO: 1 through SEQ ID NO: 3 and SEQ ID NO: 
5 through SEQ ID NO: 10, respectively. 

Groups 55-63, claim 19, drawn to a method of screening for an agonist compound 
that uses polypeptides corresponding to SEQ ID NO: 1 through SEQ ID NO: 3 and SEQ 
ID NO: 5 through SEQ ID NO: 10, respectively. 

Groups 64-72, claim 20, drawn to an agonist composition that was identified in an 
assay that used a polypeptide corresponding to SEQ ID NO: 1 through SEQ ID NO: 3 
and SEQ ID NO: 5 through SEQ ID NO: 10, respectively, wherein said composition 
does not contain the peptide used in identifying the agonist. 

Groups 73-81 , claim 21 , drawn to a method of treating a disease by administering 
an agonist composition that was identified in an assay that used a polypeptide 
corresponding to SEQ ID NO: 1 through SEQ ID NO: 3 and SEQ ID NO: 5 through SEQ 
ID NO: 10, respectively, wherein said composition does not contain the peptide used 
in identifying the agonist. 

Groups 82-90, claim 22, drawn to a method of screening for an antagonist 
compound that uses polypeptides corresponding to SEQ ID NO: 1 through SEQ ID 
NO: 3 and SEQ ID NO: 5 through SEQ ID NO: 10, respectively. 

Groups 91-99, claim 23, drawn to an antagonist composition that was identified in an 
assay that used a polypeptide corresponding to SEQ ID NO: 1 through SEQ ID NO: 3 
and SEQ ID NO: 5 through SEQ ID NO: 10, respectively, wherein said composition 
does not contain the peptide used in identifying the antagonist. 

Groups 100-108, claim 24, drawn to a method of treating a disease by administering 
an antagonist composition that was identified in an assay that used a polypeptide 
corresponding to SEQ ID NO: 1 through SEQ ID NO: 3 and SEQ ID NO: 5 through SEQ 
ID NO: 10, respectively, wherein said composition does not contain the peptide used 
in identifying the antagonist. 

Groups 109-1 17, claim 25, drawn to a method of screening for compounds that bind 
SEQ ID NO: 1 through SEQ ID NO: 3 and SEQ ID NO: 5 through SEQ ID NO: 10, 
respectively. 
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Groups 1 18-126, claim 26, drawn to a method of screening for compounds that 
modulate the activity of tlie polypeptides of SEQ ID NO: 1 through SEQ ID NO: 3 and 
SEQ ID NO: 5 through SEQ ID NO: 10, respectively. 

Groups 127-135, claims 27 and 29, drawn to a method of screening for compounds 
that alter the expression of polynucleotides corresponding to SEQ ID NO: 1 1 through 
SEQ ID NO: 13, and SEQ ID NO: 15 through SEQ ID NO: 20, respectively. 

Groups 136-144, claim 28, drawn to a method of assessing toxicity utilizing 
polynucleotides that correspond to SEQ ID NO: 11 through SEQ ID NO: 13, and SEQ 
ID NO: 15 through SEQ ID NO: 20, respectively. 

Groups 145-153, claim 57, drawn to a diagnostic test using an antibody that binds 
SEQ ID NO: 1 through SEQ ID NO: 3 and SEQ ID NO: 5 through SEQ ID NO: 10, 
respectively. 

Groups 154-162, claims 60 and 62, drawn to a method of diagnosing a condition or 
disease using an antibody that binds SEQ ID NO: 1 through SEQ ID NO: 3 and SEQ ID 
NO: 5 through SEQ ID NO: 10, respectively. 

Groups 163-171 , claims 63-70, drawn to a method of making an antibody that binds 
SEQ ID NO: 1 through SEQ ID NO: 3 and SEQ ID NO: 5 through SEQ ID NO: 10, 
respectively. 

Groups 172-180, claim 71, drawn to a method of detecting a polypeptide that 
contains SEQ ID NO: 1 through SEQ ID NO: 3 and SEQ ID NO: 5 through SEQ ID NO: 
10, respectively. 

Groups 181-189, claim 72, drawn to a method of purifying a polypeptide than 
contains SEQ ID NO: 1 through SEQ ID NO: 3 and SEQ ID NO: 5 through SEQ ID NO: 
10, respectively. 

Group 190, claims 73 and 75-81, drawn to a microarray. 



Group 191, claim 74, drawn to a method of generating a transcript image. 
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2. The inventions listed as Groups 1-191 do not relate to a single general inventive 
concept under PTC Rule 13.1 because, under PTC Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: 

As was found in the Intemational Search Report, the Inventions of Group 1, a 
polypeptide comprising SEQ ID NO: 1, and Group 10, a polynucleotide comprising SEQ 
ID NO: 1 1 , were found to have no special technical feature that defined a contribution 
over the prior art of Nagase et al. ("Prediction of the coding sequences of unidentified 
human genes. 17. The complete sequences of 100 new cDNA clones from brain which 
code for large proteins in vitro." 2000, DNA Res. 7:143-150), and the SWALL and 
EMBL databases. 

Since Applicant's Inventions do not contribute a special technical feature when 
viewed over the prior art they do not have a single general inventive concept and so 
lack unity of invention. 

For examination purposes it has been noted that the terms agonist and 
antagonist are used in the absence of readily apparent structural features, and as such 
it is unclear as to what Applicant has claimed. The terms agonist and antagonist have 
been interpreted to mean a compound that does not contain a peptide selected from the 
group consisting of SEQ ID NO: 1 through SEQ ID NO: 3 and SEQ ID NO: 5 through 
SEQ ID NO: 10, and has activity as an agonist or antagonist in a biological assay 
system. The specification does not appear to indicate an assay for testing biological 
function, nor does it appear to clearly state the biological activity that would be required 
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of an agonist or antagonist. Applicant is invited to clarify what the terms agonist and 
antagonist mean, and more fully define their biological function. 

Further, it is noted that the claims are drawn to patentably distinct products that 
differ in structure, and methods for making and using said distinct products. These 
distinct products and methods have been set forth in the groups above. If Applicant 
claims other products, combinations of products, methods, or combination of methods, 
the claims may be subject to further restriction. Therefore, the restriction is set forth for 
each of the various groups, irrespective of the format of the claims. 

3. This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are not so 
linked as to form a single general inventive concept under PCT Rule 13.1. 
The species are as follows: 

In groups 46-54, 73-81, 100-108, and 145-162, the ultimate species of disease 
that is being treated or diagnosed should be elected from the list contained on page 34, 
line 27 to page 35, line 12. These species are distinct because they differ their 
symptoms, etiology and therapeutic endpoints. Thus the diseases require different 
method steps and different products for their treatment and diagnosis. 

Applicant is required, in reply to this action, to elect a single species to which the 
claims shall be restricted if no generic claim is finally held to be allowable. The reply 
must also identify the claims readable on the elected species, including any claims 
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subsequently added. An argument that a claim is allowable or that all claims are 
generic is considered non-responsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 
Claims 1, 18, 21, 24, 57, 60, and 62 are generic for example. 

4. The species listed above do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, the species lack the same or 
corresponding special technical features for the following reasons: 

The diseases found in the list contained on page 34, line 27 to page 35, line 12 
are all well known in the art, and as such they do not have a special technical feature 
associated with them. 

5. Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 
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6. Applicant is reminded that upon Vne cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors Is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .1 7(1). 

7. The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and a product claim is 
subsequently found allowable, withdrawn process claims that depend from or othenwise 
include all the limitations of the allowable product claim will be rejoined in accordance 
with the provisions of MPEP § 821 .04. Process claims that depend from or 
otherwise include all the limitations of the patentable product will be entered as a 
matter of right if the amendment is presented prior to final rejection or allowance, 
whichever is earlier. Amendments submitted after final rejection are governed by 37 
CFR 1.116; amendments submitted after allowance are governed by 37 CFR 1.312. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1 .104. Thus, to 
be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S.C. 101, 102, 103, and 112. Until an elected product claim is 
found allowable, an otherwise proper restriction requirement between product claims 
and process claims may be maintained. Withdrawn process claims that are not 



Application/Control Number: 10/030,389 Page 10 

Art Unit: 1644 

commensurate in scope with an allowed product claim will not be rejoined. See 
"Guidance on Treatment of Product and Process Claims in light of In re Ochiai . In re 
Brouwer and 35 U.S.C. § 103(b)," 1 184 O.G. 86 (March 26, 1996). Additionally, in order 
to retain the right to rejoinder in accordance with the above policy, Applicant is advised 
that the process claims should be amended during prosecution either to maintain 
dependency on the product claims or to othenA^ise include the limitations of the product 
claims. Failure to do so may result in a loss of the right to rejoinder. Further, note 
that the prohibition against double patenting rejections of 35 U.S.C. 121 does not apply 
where the restriction requirement is withdrawn by the examiner before the patent 
issues. See MPEP§ 804.01. 

8. Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Michael Szperka whose telephone number is 571-272- 
2934. The examiner can normally be reached on M-F 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Chan can be reached on 571-272-0841. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Michael Szperka, Ph.D. 
Patent Examiner 
Technology Center 1600 
September 21 , 2004 




Patrick J. Nolan, Ph.D. 
Primary Examiner 



